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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-8 are rejected under 35 U.S.C. 102(b) as being anticipated by Kuno, et 
al, US Patent Number US 6,378,031 (hereinafter Kuno). 
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For Claim 1 Kuno discloses: 

A recording apparatus (data processing apparatus; see Fig. 1, Col. 7 lines 
45-67, Col. 8 lines 1-13) for generating an index file (file information 31 ; see Figs 
2 and 3; Col. 8 line 52) for each content file to be recorded to a recording 
medium (disk medium 1 1 ; see Fig. 1 ), the index file associating attribute 
information allocated to each content file with real data of said each content file 
(items 31a-31g; see Figs 2 and 3; Col. 8 line 52, Col. 9 lines 48-67, Col. 10 lines 
1-9) and recording the generated index file to the recording medium (see Fig 4, 
Step S3; Col. 12 lines 33-38, Col. 13 lines 31-55). 
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In reference to the flag claimed by applicant, Kuno discloses a process of 
the data processing apparatus of creating and writing a file to the disk medium 1 1 
(see Col. 11 lines 65-67, Col. 12) that entails designating a block size of the file 
to a central processing unit 4 (Col. 12 lines 11-15), where the block size is later 
compared to information about free area on the disk; the results of the 
comparison determining whether to proceed with recording of the data (Col. 12 
lines 24-31 ). Kuno further discloses that the start logical block address (LBA) of 
that free area is recorded as the head LBA 31 d in the file information 31 (Col. 12 
lines 38-41 ). Thus, Kuno discloses applicant's claimed flag in that the start LBA 
is written by the central processing unit 4 only in the case that the free area is 
larger than the designated block size, which signifies that the data processing 
apparatus can proceed with recording the file and can be interpreted as an 
indication of the recording state; the start LBA indicates the location of an area to 
which the file may be recorded; and all of the processes are carried out prior to 
recording the file itself (see Col. 12, lines 57-59). 

It is to be noted that Kuno meets all of the structural limitations of a 
recording apparatus, however, referring to paragraph 2114 of the MPEP, while 
features of an apparatus may be recited either structurally or functionally, claims 
directed to an apparatus must be distinguished from the prior art in terms of 
structure rather than function. In re Schreiber, 128 F.3d 1473, 1477-78, 44 
USPQ2d 1429,1431-32 (Fed. Cir. 1997) (The absence of a disclosure in a prior 
art reference relating to function did not defeat the Board's finding of anticipation 
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of claimed apparatus because the limitations at issue were found to be inherent 
in the prior art reference); see also In re Swinehart, 439 F.2d 210, 212-13, 169 
USPQ 226, 228-29 (CCPA 1971); In re Danly, 263 F.2d 844, 847, 120 USPQ 
528, 531 (CCPA 1959). "[Apparatus claims cover what a device is, not what a 
device does." Hewlett-Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 
1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 1990) (emphasis in original). 

For Claims 5 and 6, the apparatus of Kuno inherently possesses 
applicant's claimed method for generating an index file. 

For Claim 2 Kuno discloses: 

The start LBA of the free area'is recorded in relation to all free areas 
because the data processing apparatus manages the free area information of the 
entire disk (see Fig. 2; also Col. 9 lines 6-7). 

For Claim 3 Kuno discloses: 

A recording apparatus (data processing apparatus; see Fig. 1, Col. 7 lines 
45-67, Col. 8 lines 1-13) for generating an index file (File information 31; see Figs 
2 and 3; Col. 8 line 52) for each content file to be recorded to a recording 
medium (Disk medium 1 1 ; see Fig. 1 ), the index file associating attribute 
information allocated to each content file with real data of said each content file 
(features 31a-31g; see Figs 2 and 3; Col. 8 line 52, Col. 9 lines 48-67, Col. 10 
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lines 1-9) and recording the generated index file to the recording medium (see 
Fig 4, Step S3; Col. 12 lines 33-38, Col. 13 lines 31-55). 

In reference to the flag claimed by applicant, Kuno discloses a process of 
the data processing apparatus of creating and writing a file to the disk medium 1 1 
(see Col. 1 1 lines 65-67, Col. 12) that entails designating a block size of the file 
to a central processing unit 4 (Col. 12 lines 11-15), where the block size is later 
compared to information about free area on the disk; the results of the 
comparison determining whether to proceed with recording of the data (Col. 12 
lines 24-31 ). Kuno further discloses that the start logical block address (LBA) of 
that free area is recorded as the head LBA 31d in the file information 31 (Col. 12 
lines 38-41). Thus, Kuno discloses applicant's claimed flag, in that the start LBA 
is written by the central processing unit 4 only in the case that the free area is 
larger than the designated block size, which signifies that the data processing 
apparatus can proceed with recording the file and can be interpreted as an 
indication of the recording state; the start LBA indicates the location of an area to 
which the file may be recorded; the central processing unit 4 retrieves the free 
area information about the disk before recording can begin, which can be 
considered a search for free area; and all of these processes are carried out prior 
to recording the file itself (see Col. 12, lines 57-59). 

It is to be noted that Kuno meets all of the structural limitations of a 
recording apparatus, however, referring to paragraph 2114 of the MPEP, while 
features of an apparatus may be recited either structurally or functionally, claims 
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directed to an apparatus must be distinguished from the prior art in terms of 
structure rather than function. In re Schreiber, 128 F.3d 1473, 1477-78, 44 
USPQ2d 1429,1431-32 (Fed. Cir. 1997) (The absence of a disclosure in a prior 
art reference relating to function did not defeat the Board's finding of anticipation 
of claimed apparatus because the limitations at issue were found to be inherent 
in the prior art reference); see also In re Swinehart, 439 F.2d 210, 212-13, 169 
USPQ 226, 228-29 (CCPA 1971); In re Danly, 263 F.2d 844, 847, 120 USPQ 
528, 531 (CCPA 1959). "[Apparatus claims cover what a device is, not what a 
device does." Hewlett-Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 
1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 1990) (emphasis in original). 

For Claims 7 and 8, the apparatus of Kuno inherently possesses 
applicant's claimed method for generating an index file. 

For Claim 4 Kuno discloses: 

The recording apparatus (data processing apparatus), wherein the 
information adding unit (central processing unit 4) newly records the index file 
(information file 31) having the attribute information (items 31a-31g) to which the 
flag (head LBA 31 d) generated in accordance with the searched-out free area is 
added (see Col. 12 lines 31-54), to the recording medium (disk medium 11). 
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Conclusion 

3. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Tomita, Masami US 6,031,806 A 

Sasaki, Yoshiyuki US 2004/0090886 A1 

Koseki, Youichi US 2004/0125719 A1 

Kawamae et al. US 2004/0233803 A1 

Kiyama et al. US 2005/01 57599 A1 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vanessa (Brandi) Coleman whose telephone number is 
(571) 272-9081 . The examiner can normally be reached on Monday thru Friday 7:30-5 
EST, First Friday off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jayprakash Ghandi can be reached on (571) 272-9820. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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